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If this response does not result in a withdrawal of the advisory action and entry of the 
September 13, 2006 Amendment, applicant respectfully requests that this response be treated 
as a petition to the Commissioner under 37. CFJL 1.181(a)(1). If this paper is treated as a 
petition, please charge the amount owed for the petition fee to Deposit Account 04-1928 (E.I. 
du Pont de NemouDCS and Company). 



Respectfully submitted, 



JESSICA M. SINNOTT 

ATTORNEY FOR APPLICANTS 




Registration No.: 34,015 
Telephone: (302) 992-4895 
Facsimile: (302)892-7949 



Dated: 
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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THiRTY (30) DAYS, 
WHICHEVER IS LONGER, FROIW THE MAILING DATE OF THIS COMIVtUN I CATION. 

- Extensions of limo may bo available under ttie prdvisicnrifi of 37 CFR 1 .136(a)L In no event, however, may a reply be emely filed 
after SIX (5) MONTHS from the mailing date af ihis communication. 

- rf NO period for r&ply is specifiad above, the maidnuini statutory pen'ocf wi^i apply and wUI expire SIX (0) MONTHS froTn the mdifing dale of (hi£ cothmufiiqab'oo. 

- Failura bo reply wiltiin the set or eictended penod for reply will, by statute, cause the appiicalion to become ABANDONED (3$ U.S.O. § 1 33). 
Any rBply raceivBd by fhe Office later Chan thrae mon<hS after Iho mailing date of this Dommunica&n, even if timely tiled, may raduca any r"ir»^r-4«t«— 
eemed patentienn adjuahnent See 37 CFR 1704(b). RECEIVED 

Status CENTRAL FAX CENTER 

1)IEI Responsive to communtcationfa) filed on 26Mav 2006 . QQy Q g 2QQg 

2a)H Tliis action is FINAL. 2b)^Thts action rs non-frnal. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

dosed in accordance virith ihe practice under Sf parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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6) S Claim(s) 1-5.8 and 9 is/are rejected. 
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Application Papers 
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1 Certified copies of the priority documents have been received. 
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Applicants' remarks and amendments, filed on May 26, 2006, have been 
carefully considered. Claims 6 and 7 have been canceled; new claims 8 and 9 have 
been added. 

Claims 1-5, 8, and 9 are now pending in this application. 

New Grounds of Rejection 
The following New Grounds of Rejection are being made in view of Applicants' 
amendments to claims 1 and 4. 

Cfaim Rejections - 35 USC § 112 
1. Claims f-5, 8, and 9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claims 1 and 4, the word "trihydrite" lacks antecedent basis; it appears that this 
word should be "trihydrate". See, for example, lines 5 and 12 of claim 1 . 

In lines 13-14 of claim 1 and lines 12-14 of claim 4, the phrase "and the synthetic 
. hectorite clay of the slurry for reducing the viscosity of the sfurry compared to the 
viscosity of the same slurry which is free of a synthetic hectorite cJay" is unclear. It 
appears that Applicants are attempting to recite claim language comparing the viscosity 
of a slurry containing a synthetic hectorite clay with that of a slurry that is free of said 
synthetic hectorite day. 
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M^'tnt^inBd Rejections 
The following rejection of record is maintained; altliough new claims 8 and 9 
have been added; the limitations cf these claims are considered encompassed by 
Rohrbaugh et al. 

Claim Rejections - 35 USC § 103 
Z Claims 1-5, fl, and 9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rohrbaugh etah (U, 5. Patent Application Publication No. 
2002/0028288). 

Rohrbaugh et al. disclose materials for coating and coating compositions 
comprising a nanopartide system. The nanoparticle system can comprise inorganic 
nanoparticles generally existing as oxides; examples include hectorlte. as well as 
various forms of alumina (such as gibbsite, known in the art as aluminum trihydrate), 
and titanium oxide. See paragraphs [0043H00491, paragraphs [0054]-[0061] of 
Rohrbaugh et al. 

Rohrbaugh et al. also disclose that the coating compositions comprising the 
nanoparticle system may be in any form, such as liquids (aqueous or non-aqueous), 
etc. See paragraph [0073] of Rohrbaugh et al. 

In paragraphs [0074H0080] of Rohrt^augh et al., various embodiments of the 
coating compositions are disclosed, comprising the aforementioned nanoparticles, as 
well as components such as adjuncts; Rohrbaugh et al. also disclose that the 
concentration of nanoparticles in the materials or compositions can range "all the way 
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up to 100%" (paragraph [0080]), and further disclose that concentrated compositions 
"comprise a higher level of nanoparticle concentration, typically from about 0,1% to 
about 50%. ...of the concentrated coating composition" (paragraph [0276]). This 
disclosure would provide one skilled in the art with ample motivation to employ the 
nanopartides in percentage ranges comparable to those instantly claimed (claims 1 , 4, 
and 5). - 

In paragraphs [0084]-[0087], Rohrbaugh et aL disclose additional embodiments 
of the compositions comprising boehmite alumina (known in the art as aluminum 
trihydrate), and Laponite or Lucentite (hectorite days). 

The compositions can be prepared by dispersing the dry nanoparticle powder 
v\rtth a surfactant and a dispersant; examples of the dispersant include poly (acrylic^allyl 
alcohol), poly (acrylic/maleic), eta See paragraph [0088] of Rohrbaugh et al.; this 
disclosure is considered to read upon the limitation "dispersant comprising an acrylic 
dispersing resin". 

The coating composltbns may also contain carriers such as water, as well as 
adjunct materials such as genmlcldes and fungicides (considered to read upon the 
limitation "biocide"). as well as pH control agents. See paragraphs [0098]-[0099] of 
Rohrbaugh et aL, as well as paragraph [0201], which further disclose exemplary biocidal 
compounds. 

Although Rohrbaugh et al. disclose that nanopartides are "defined as particles 
with diameters of about 400 nm or less" (paragraph [0045]), this reference is considered 
to read upon Applicants' "average particle size of at least 0.5 micron" (emphasis 
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added), as one having ordinary skill in the art would readily deduce that such a limitation 
would include some particies (but, obviously, not all) having particle sizes less than 0.5 
micron (500 rim). 

Further, although Rohrbaugh et al. do not explicitly disclose or recite the phrase 
"aqueous slurry" In describing the disclosed compositions, and also does not disclose 
the viscosrty of said slurry (as recited in new claims 8 and 9). it would have been 
obvious to one skilled in the art at the time the Invention was made that an "aqueous 
slurry" would be encompassed by the teachings of Rohrbaugh et al., in view of this 
reference's disclosure of percentage ranges for the nanopartloles as discussed 
hereinabove, as well as In view of the reference's teachings of the presence of 
components respectively recited in the instant claims. 

With respect to claim 2, it would have been obvious to one skilled In the art at the 
time the Invention was made to reasonably expect that the compositions disclosed in 
Rohrbaugh et al. would be "FDA compliant for indirect food cohtacf, since this 
reference teaches the present of components that are respectively recited in Applicants' 
claims. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Response to Arguments 

In response to Applicants' arguments that the cited reference does not teach the 
claimed invention^ In view of Applicants' amendments, the Examiner respectfully states 
that the prior art remains to read upon the instant claims, in terms of disclosing 
nanoparticles of gibbslte (also known as alumina trihydrate), a dispersant, titanium 
dioxide, bloddes, additional adjunct materials, etc. Limitations such as 'Yor blending 
with a titanium dioxide pigment slurry for making a high solids slurry comprising titanium 
dioxide capable of use in papermaking applications" are statements of Intended use; a 
recitation of the intended use of the claimed Invention must result In a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed Invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the daim. 

Applicants' arguments regarding the Examiner's Inference that boehmite alumina 
is known as alumina trihydrate is persuasive in view of the technological documents 
provided by Applicants. However, because Rohrbaugh et al. also disclose that alumina 
is commercially available as ''Gibbsite" (paragraph [0049]), the reference is considered 
to continue to read upon ''alumina trihydrate", in view of said technological documents. 

Applicants' arguments regarding the unexpected results obtained from 
incorporating synthetic hectorite clay into an ATH (alumina trihydrate) slurry have been 
considered, but are not persuasive, as these arguments are in regard to features not 
recited in the instant claims. 
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For these reasons, Applicants' arguments are not persuasive, and the rejection 
of record is maintained. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L Halley whose telephone number is (671) 272- 
1369. The examiner can normally be reached on Mondays-Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo. can be reached on (571 ) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571)272-1700. 
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Information regarding the status of an application may be obtained from the 
Patent Application information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dIrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, cail 800-786-9199 (IN USA OR CANADA) or 571-272^1000. 



Patricia L. Hailey/plh 
Examiner, Art Unit 1755 
August 4, 2006 



SlPERVI^Qr^^^^NT EXAMINER 





PA(£ 12/14 ' RCVD AT 1«06 4:34:42 PM [Eastern Daylight T^^^ 



OCT. 9. 2006 4:42PM DU PONT LE6AL BMP BLOG-25 R1375 



NO. 6331 P. 13 



Notice of References Cited 


Appiication/Control No. 
10/629,300 


Applicant(5)/Patent Under 
Reexamination 
DEFEO ETAL. 


Examiner 
Patrida L. Haifey 


Art Unit 
1755 


Page 1 of 1 



U.S, PATENT DOCUMENTS 







Document Number 
Counlry CadD-Numbsf-Kind Cod€ 


Date 

MM-YYYY 

IVUVI T 111 


Name 


ClassiRcaiion 




A 






Bobsein et af 


428/211.1 




B 


1 rO-R A-iR R9n 




Nfardni^ir* flf 
i^ciiaiiMv Ml* 


162/5 




C 












D 












E 


us- 










F 


us- 










G 


us- 










H 


US- 










1 


US- . 










J 


us- 










K 


us- 










L 


us- 










M 


us- 








FOREIGN PATENT DOCUMENTS 


-* 




Documont Number 
Counlry Cod04Slumb«'-KIild Code 


Date 
MM-YYYY 


Country 


Nama 


Classiftcadon 




N 














0 














P 














Q 














R 














S 














T 












NON-PATENT DOCUMENTS 






Include as applicable: Author. Title Date. Publteher. EdlClon or Volumo, Pertin&nt Pages) 




U 






V 






w 






X 


f 



'A copy of inis reference Is not being furnished with this Office acuon. (See MPEP § 707.Q5(a).) 
Dst^ in MM-YYYY fqnnal are publicalion dales. QasslUcations may be US cr fareign. 

U.S. PalenLandTrBdemarh Office 

4=TT>B92,(Rev. 01-2001 ) Notico of References Cited . Part of Paper No. 20060804 



PAGE 13/14 < RCVD AT 1019/200S 4:34:42 PM [Eastern Daylight Tune] ' SVR:USPT0-EFXRF-3f1 1 ' DNiS:2738300 ' CSID:302 892 7949 ' DURATION ([nnH$):03-32 



OCT. 9.2006 4:42PM 
FEB. 21. 2006 4. •34PM 



OU PONT LEGAL BMP BLOG-25 R1375 a™.-— NO. 6331 P. 14 
OU POST LE6AL BMP BLD6-25 R137pS^Trt^'^^'?^'*"115. 478t P, 12 

FEB 2 1 2006 



PTQ/&G/D88 (D7^2S) 

. ^ ^ ^^^Me US- Patent aniJ Tteile^TTOifc Qmei>r v.g. Da^ART^1Ecit0^car^ 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(Usa aa many 9fi9Cts as nmssary) 



FiPnfl Date 



FtrcLNamatf Inveqtnr 



Complmts Jf KA own 



MAUREEN A. DEFEO 



PaWd&t-Hallfty 



OTHER PRIOR ART- NON f^ATENT LITERATURE DOCUMENTS 


BcBRilrar 
InlQals* 




Include xmniB oTUio auihor (in CAPITAL LETTERS), tiKe Of Ihft flittdo N/bin approprlatb), «te of 
ttic bmi (book; jnHSBsinA. journal tertaS. syiApostUm, caMoo, etc.). date. pui6&)>volBni9-I»uo 
numinarte). DUbBdiw. cdty Biidfor EOUntrv wteic DUDtlSMCL 




LH 




DafihBkm or Qbnikn nnyMte ct^ Ttanfliy* OandMAetf dwmlcal DIOUdnar/*. 

kJONQfin EUHVI, 


a 


LH 




2003 Product DaC»ShB« MariumaGe HydmJ aluiiftiion ftPydmil^ 


□ 


LH 




GeoerBl BmhrnRB btftamdUonftomllis Fabre Mkwraknatadhe 
wtMK^^tircyttliicrelKfiiiiB. 


□ 








□ 








□ 








□ 
















□ 








□ 
















□ 



jpatricia Hailey/ (07/25/2D06) 



Date 

Consfderdd 



■EXAKINEte ifAfa><r r<fc ' eiiW < iUftllUaut .whilhggyi«*caiBtan|Macg^^ QnnrOii^tfuousn dUDonllmlln 

prwytmw d. tiidiifecopyttfOtolhimw<!hiw3dcoiniraiitoCnrtlo j Dp Ctjj. 

AppSoanTB unJauaeUsDon4n;an3tjenmii7d3Gr(epaon^ £ A|qiIaxmtaioFme« awaciTiMa*M7&iyrBhi«i^]iiaS»7>3VP4^ 

iNormiiSm l» n»ulr«d by 77 cfh 1.97 ana t^, TT^nTMUer) If nwivJls vbtabi btivIB^ b bcnifl by lh» aubllciih)d> li to fito (and fcy-DM usrno ta 
pnocstt) an vpt/iGaSan. CixOdnrelaBiy H g wm ti ZS ULSJC 122 BM Vro R l.i4. Tr» eonecSoA c* dfin^Mf CD takM d Ixlin la canvlttfr. indudin? 
fdhaz<n9. ^npoAqi vnd Atiutitasto Ate Hmo ^ vay ^ivpwidkQ upon ma KMMquai A'V ^^^nAHUitt cfi CM 

TMenertc OBste, Oop0teBm of CmWfMfCCK P.e. BflV Um, AlcsancHa. U*. 2S313-14A DO t^OT S&m PGSS Oti COUPlSt&i POfOaa TO tUSa 



PAGE(2l2PRCVDAT2Si;20D64:28:19PUiEasbmSlaftdardTiffl^ 



PAGE 14/14 ' RCVD AT 10/9/2006 4:34:42 PM pstem DayDght rone] * SVR:USPTaEFXRF-3/1 1 * DNIS:2738300 ' CSID:302 892 7949 ' DURATION (innK$]:03O2 



BEST AVAILABLE COPY 



